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DETAILED ACTION 
Status of the Claims 

1 . This action is in response to tine RCE filed on January 30, 2008. Claims 201 , 203- 
217, 219-234 and 267-268 are pending. Claims 1-200, 202, 218 and 235-266 are 
canceled. Claims 201, 203-204, 217, 219-220, 233-234 and 267-268 are amended. All 
pending claims are examined. 

Response to Arguments 

2. Applicant's arguments filed January 30, 2008 have been fully considered but they 
are not persuasive. 

The applicant argues that cited prior art fail to teach "verifying the employee 
information using verification information received from an intermediary" as claimed in 
all independent claims. As shown in the office action below, Embrey (US 6,31 1 ,1 70 B1 ) 
teaches the trusted financial institution uses the verification information received from 
the payee to verify the payor information, and process the disbursement between the 
payor and the payee if the information is positively verified (column 3 lines 49-55 and 
Fig. 4), that corresponds to this limitation. The applicant further argues that purpose of 
verification in Embrey's teaching is different from the claimed invention. Examiner 
believes that regardless the purpose of verification, Embrey's teaching reads on the 
claimed limitation. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 201, 203-207, 209, 212, 214-217, 219-223, 225, 228, 230-234 and 268 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over Kahn et al., US 6,401,079 
B1 in view of Embrey, US 6,31 1,170 B1. 

As to claim 201 and 203-204, Kahn teaches a method for processing payments 
over a network for a plurality of intermediaries, comprising (abstract and column 1 1 line 
59 - column 12 lines 10 and column 12 lines 45-60 and Fig. 3; "intermediaries" 
corresponds to the miscellaneous payees in Kahn's teaching, such as child support 
agencies): 

• Receiving employee information from a plurality of employers via network, 
the employee information corresponding to at least one employee of each 
employer and including an intermediary identifier (column 5 lines 36 - 
column 6 line 7 and column 1 1 line 59 - column 1 2 line 1 0 and column 1 2 

lines 45-60); 

• Processing at least one employee debit corresponding to the employee 
information for each employee (column 1 1 line 59 - column 12 line 10 and 
column 19 lines 12-32 and Fig. 3); 

• processing a credit corresponding to each employee debit (column 19 
lines 12-36 and Fig. 3); 
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• batching the credits into a plurality of batch files based upon the 
intermediary identifier, each batch file including intermediary-requested 
data (column 19 lines 12-67 and column 39 lines 10-24 and Fig. 3); and 

• sending each batch file, including the intermediary-requested data, to an 
Intermediary based on the intermediary identifier (column 19 lines 12-67 
and column 39 lines 10-24 and Fig. 3). 

Kahn does not specifically teach verifying the employee information using 
verification information received from an intermediary , processing the employee debit 
corresponding to the employee information for each employee, when the emplovee 
information is verified , and receiving a credit corresponding to the employee debits, 
when the employee information is verified . However, this matter is taught by Embrey 
as the trusted financial institution uses the verification information received from the 
payee to verify the payor information, and process the disbursement between the payor 
and the payee if the information is positively verified (column 3 lines 49-55 and Fig. 4). 
It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to allow Kahn's teaching to include the feature of process the disbursement 
between the payor and payee upon the positively verification by using the verification 
information received from the payee as taught by Embrey for preventing fraudulent 
transactions. 

As to claim 205, Kahn teaches delivering each batch file to each intermediary 
using a communication method matching the intermediary identifier (column 19 lines 12- 
52 and column 39 lines 10-24). 
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As to claim 206, Kahn teaches the communication method is electronic funds 
transfer (column 19 lines 12-52 and column 39 lines 10-24). 

As to claim 207, Kahn teaches the communication method is electronic data 
interchange (column 19 lines 12-52 and column 39 lines 10-24). 

As to claim 209, Kahn teaches the network is the Internet (Fig. 1). 

As to claim 212, Kahn teaches the network is a wired network (Fig. 1). 

As to claim 214, Kahn teaches the employee information relates to a child 
support payment (column 12 lines 45-60). 

As to claim 215, Kahn teaches the debits are processed using debit-based 
electronic funds transfer (column 19 lines 12-32). 

As to claim 216, Kahn teaches the credits are processed using addendum-based 
electronic data interchange (column 6 line 19-23 and column 19 lines 43-52 and column 
51 lines 14-30 and Fig. 3). 

As to claim 268, Kahn teaches batching debits from each employer, each batch 
file representing a debit against the bank account of the employer; storing the 
information used to create the batched credits and debits, allowing changes to the 
information by an authorized person; recalculating the batch file when changes are 
made; resending the debit batch file to the bank of the employer, if necessary; and 
resending the credit batch file to the intermediary, if necessary (column 5 lines 25-35 
and column 12 lines 11-44 and column 19 lines 13-67). 

Claims 217, 219-223, 225, 228 and 230-234 are parallel with the limitations in 
claims 201, 203-207, 209, 212 and 214-216; thus, they are rejected on the same basis. 



Application/Control Number: 10/043,493 Page 6 

Art Unit: 3694 

5. Claims 208, 210-211, 213, 224, 226-227 and 229 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Kahn et al., US 6,401 ,079 B1 in view of Embrey, US 
6,31 1 ,1 70 B1 , and in further view of Official Notice. 

As to claims 208, 210-21 1 , 213, 224, 226-227 and 229, Kahn modified by 
Embrey does not specifically teach the communication method is paper, the network is 
an intranet, the network is a wireless network, and the network is a virtual private 
network. Examiner takes Official Notice for these limitations. It would have been 
obvious to one of ordinary skill in the art to allow Kahn's teachings to implement these 
features because by implement these well known in the art features would better meet 
the users'/employers' needs for attracting more people use the modified Kahn's payroll 
system. 

6. Claim 267 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kahn et 
al., US 6,401,079 B1 in view of Embrey, US 6,311,170 81, and in further view of Fulton 
et al., US 6,182,052 B1. 

As to claim 267, Kahn modified by Embrey teaches batching the debits form 
each employee, each batch file representing a debit against the bank account of the 
employee; submitting the debit against the bank account of the employee via a financial 
clearinghouse based on instructions received from the employer; and receiving a credit 
for each intermediary corresponding to the debit from the financial clearinghouse, if the 
debit is applied successfully against the bank account of the employer at the employer's 
bank (Kahn: column 12 lines 1 1-44 and column 19 lines 13-42). Kahn modified by Kahn 
does not specifically teach handling a return received form the financial clearinghouse if 
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the debit was not successfully. However, this matter is taught by Fulton as receiving 
error message from the clearinghouse if the debit is not successful (column 5 line 63 - 
column 6 line 2 and column 10 lines 12-17). It would have been obvious to one of 
ordinary in the art at the time the invention was made to allow the teaching of Kahn 
modified by Embrey to include the feature of handling a return received form the 
financial clearinghouse if the debit was not successfully for allowing the unsuccessful 
debit transaction to be notified. 

Double Patenting 

7. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

8. Claims 201 , 203-217, 219-234 and 267-268 are rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-48 
of U.S. Patent No. 5,946,669. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because they both disclose disbursement 
between an employee and a recipient. 

9. Claims 201 , 203-217, 219-234 and 267-268 are rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-70 
of U.S. Patent No. 6,1 19,107. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because they both disclose disbursement 
between n an employee and a recipient. 

Inquire 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mary Cheung whose telephone number is (571)-272- 
6705. The examiner can normally be reached on Monday - Thursday from 10:00 AM to 
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7:00 PM. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, James Trammell, can be reached on (571) 272-6712. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

The fax phone number for the organization where this application or proceedings 
is assigned are as follows: 

(571 ) 273-8300 (Official Communications; including After Final 

Communications labeled "BOX AF") 
(571 ) 273-6705 (Draft Communications) 

/Mary Cheung/ 

Primary Examiner, Art Unit 3694 
April 8, 2008 



